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ARGUMENT(S)

REMARKS

In furtherance of Applicant’s arguments submitted to the Office on December 9, 2013, regarding the
above-referenced Trademark Application for the applied-for mark DRIVETEK, the Applicant
respectfully requests that the Examining Attorney reconsider her final refusal to register the applied-for
mark under Section 2(d) of the Lanham Act, 15 U.S.C.A. § 1052(d), in light of the following comments:

 

The Cited Marks Are Entitled to a Narrow Scope of Protection

The Examining Attorney has refused Applicant’s mark DRIVETEK on the grounds that it is
confusingly similar with the following previously registered trademarks (collectively, the “Cited
Mark”):

 

Mark / Reg. No. Owner Goods / Services
VULKAN DRIVE
TECH
Reg. No.: 4,040,389

Hackforth GmbH Machine couplings and
transmission components
except for land vehicles;
machine couplings other than
for land vehicles, machine
couplings for generators,
machine couplings for wind
generator plants; machine
couplings, except for land
vehicles; clutches for
machines and other than for
land vehicles; brake parts,
other than for land vehicles,
namely, brake units and brake
pads



 

Applicant respectfully states that consumer confusion is unlikely, because the coexistence of many “
drive” formative marks and the “ tek” or “ tech” formative marks for a wide variety of goods and
services has diluted the Register. Even small distinctions between such marks are sufficient to avoid a
likelihood of confusion.

 

The Cited Marks are entitled to only the narrowest scope of protection due to the co-existence of
multiple marks that incorporate the “ drive” formative marks and the “ tek” or “ tech” formative marks
on the Register. Words with commonly understood meanings or that are highly suggestive in nature, as
opposed to arbitrary terms, are the weakest of all recognized trademarks, because they do not readily
distinguish the products to which they are applied from those of others. See King Candy Co. v. Eunice
King’s Kitchen, Inc., 496 F.2d 1400 (C.C.P.A. 1974) .

 

When a common term is used by unrelated entities for similar goods, the scope of protection afforded to
any one trademark with such a term is limited. By virtue of its frequent usage, the common term in the
mark does little to distinguish the products or services from those of others. See, e.g., King Candy Co. v.
Eunice King’s Kitchen, Inc., 496 F.2d 1400 (C.C.P.A. 1974) Consumers instead rely on the other
elements of the marks and their commercial impression as a whole to distinguish the marks. See Sure-Fit
Products Co. v. Saltzson Drapery Co., 254 F.2d 158 (C.C.P.A. 1958).

 

In this instance, the terms “ drive“ and “ tek” or “ tech” are popular and used by a number of
unaffiliated third parties. As such, Applicant’s mark and the Cited Marks may co-exist without a
likelihood of confusion because the Register is already crowded with “ drive” formative marks and the
“ tek” or “ tech” formative marks for related goods and services.

 

·      There are over 2,380 active registrations and applications on the Register containing the term
“ drive”, and over 300 active records in Class 07 containing the term “ drive”.

 

·      There are over 640 active registrations and applications on the Register containing the term “
tek”, and over 35 active records in Class 07 containing the term “ tek”.  

 

 

·      There are over 7,351 active registrations and applications on the Register containing the term
“ tech”, and over 530 active records in Class 07 containing the term “ tech”.  

 

In addition, the Register is crowded with drive- formative marks owned by unaffiliated third-parties



covering variable speed drives and related goods and services, including the following representative
list:

 

Mark / Reg. or Ser.
No.

Abbreviated Goods &
Services

Owner
 

DRIVEN BY DRIVES
Reg. No. 3,324,963
 

Gears and enclosed drives for
industrial machinery; variable
speed drives for industrial
machinery and equipment,
hoists and cranes, elevators,
paper machines, air
conditioning equipment,
winders, compressors,
winches, motors, pumps, fluid
pumping systems, washing
machines and doors, fans,
coilers, heaters and dryers,
testing equipment,
metalworking machines,
mixers, textile machines,
foundry machines, conveyors,
cutters and shredders,
escalators, packing machines
 
 

Vacon Oyj
Corporation

GAS DRIVE (&
Design)
Reg. No. 4,409,366
 

Spark ignited gasoline engines
not for land vehicles; Internal
combustion engines for
machine operation featuring
mechanical drive and power
and replacement parts therefor;
protective metal containers
being replacement parts of gas
compressors; machine
replacement parts, namely,
mechanical gear drives
 

ENERFLEX LTD.

ONEGEARDRIVE
Reg. No. 4,156,476
 

Motors, other than for land
vehicles; servo drives for
motors, other than for land
vehicles; gear drives for
machines; variable speed
drives for use with fluid
pumping systems; drives for
motors, other than for land
vehicles; drives for machines
not computer drives; variable
frequency speed drives for
motors, other than for land

Danfoss Drives A/S



vehicles; and variable speed
drives for machines
 
 

DURO DRIVE
Reg. No. 2,897,289
 

Fluid fan drive couplings for
internal combustion engines
for use with land vehicles.
 

BorgWarner Inc.

   
PREMIER DRIVES
Reg. No. 2,780,352
 

FLUID DRIVES, NAMELY,
VARIABLE SPEED FLUID
DRIVES, GEARED FLUID
DRIVES AND FLUID DRIVE
COUPLINGS, ALL FOR
MACHINES.
 

TURBO
RESEARCH, INC.

MYDRIVE
Reg. No. 4,181,447
   

variable speed drives Vacon Oyj Julkinen
osakeyhtiö

SR DRIVES (&
Design)
Reg. No. 2,806,556
 
 
 

Design for others in the field of
engineering, electric motors,
generators, actuators, electric
and electronic control
instruments and apparatus, and
variable speed drive
technology; technical
consultation services in the
field of engineering, electric
motors, generators, actuators,
electronic and electric control
instruments and apparatus, and
variable speed drive
technology
 

NIDEC SR DRIVES
LTD.

DRIVEPAK
Reg. No. 3,807,948
 

Variable speed drive and
pressurization control logic
sold as a unit for use with
heating, ventilating and air
conditioning apparatus.
 

NexRev Inc.

DRIVECON (&
Design)
Reg. No. 3,342,666
 

Repair and installation services
for electronic motors and
electronic controls, namely,
remote controls, variable speed
drives and operator controls.

MORRIS
MATERIAL
HANDLING, INC.

 

Printouts of the full trademark records for the referenced marks listed above from the USPTO online
database is attached herein as Exhibit A.



 

Furthermore, the Register is crowded with “ tek” or “ tech” - formative marks owned by unaffiliated
third-parties covering variable speed drives-related goods and services, including the following
representative list:

 

 

Mark / Reg. or Ser. No. Abbreviated Goods &
Services

Owner

 
INNOTECH
PERFORMANCE
EXHAUST (& Design)
Reg. No. 4,138,565
 

 
variable speed drives for
machines tools and mobile
electric power generators

 
Innotech
Performance
Exhaust Co., Ltd.

 
DC GROUP E-TECH
Reg. No. 3,029,706
 

 
variable speed drives

 
DC Group Inc.

 

Printouts of the full trademark records for the referenced marks listed above from the USPTO online
database is attached herein as Exhibit B.

The Office and the courts have repeatedly recognized the absence of likely confusion arising from the
concurrent use of weak marks that contain frequently used elements. See Sure-Fit, 117 U.S.P.Q. at 297;
Miss World (UK) Ltd. v. Mrs. America Pageants, Inc., 856 F.2d 1445 (9th Cir. 1988) (“In a ‘crowded’
field of similar marks, each member of the crowd is relatively ‘weak’ in its ability to prevent use by
others in the crowd.”).

Here, the Register is crowded with “ drive“ formative marks and “ tek” or “ tech” formative marks. 
This demonstrates that: (i) such marks have been frequently adopted by unrelated entities as suggestive
for a number of related goods or services; and (ii) that the Office has consistently taken the position that
such marks have a narrow scope of protection and can coexist without risk of confusion, because the
other elements of the marks sufficiently distinguish the marks as a whole.

Accordingly, the Cited Marks are entitled to a narrow scope of protection and are capable of coexisting
with Applicant’s DRIVETEK trademark on the Principal Register and in the marketplace without any
likelihood of confusion.

Lastly, in light of the number of “ drive“ formative marks and “ tek” or “ tech” formative marks
referenced in the discussion above exhibiting the suggestive nature of these elements, the Applicant’s
DRIVETEK trademark is not descriptive of the Applicant’s goods.  The Examining Attorney should
reverse her refusal, and approve the DRIVETEK mark for registration.

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF
FILE evi_5017199139-235204128_._DRIVETEK_Exhibit_A.pdf
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        \\TICRS\EXPORT16\IMAGEOUT16\858\494\85849482\xml12\RFR0014.JPG

       ORIGINAL PDF
FILE evi_5017199139-235204128_._DRIVETEK_Exhibit_B.pdf

       CONVERTED PDF
FILE(S)
       (3 pages)

\\TICRS\EXPORT16\IMAGEOUT16\858\494\85849482\xml12\RFR0015.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\858\494\85849482\xml12\RFR0016.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\858\494\85849482\xml12\RFR0017.JPG

DESCRIPTION OF
EVIDENCE FILE

Exhibits A & B include copies of registrations from the USPTO database
which are referenced in the attached response
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85849482 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

REMARKS

In furtherance of Applicant’s arguments submitted to the Office on December 9, 2013, regarding the
above-referenced Trademark Application for the applied-for mark DRIVETEK, the Applicant respectfully
requests that the Examining Attorney reconsider her final refusal to register the applied-for mark under
Section 2(d) of the Lanham Act, 15 U.S.C.A. § 1052(d), in light of the following comments:

 

The Cited Marks Are Entitled to a Narrow Scope of Protection

The Examining Attorney has refused Applicant’s mark DRIVETEK on the grounds that it is confusingly
similar with the following previously registered trademarks (collectively, the “Cited Mark”):

 

Mark / Reg. No. Owner Goods / Services
VULKAN DRIVE
TECH
Reg. No.: 4,040,389

Hackforth GmbH Machine couplings and
transmission components
except for land vehicles;
machine couplings other than
for land vehicles, machine



couplings for generators,
machine couplings for wind
generator plants; machine
couplings, except for land
vehicles; clutches for
machines and other than for
land vehicles; brake parts,
other than for land vehicles,
namely, brake units and brake
pads

 

Applicant respectfully states that consumer confusion is unlikely, because the coexistence of many “ drive
” formative marks and the “ tek” or “ tech” formative marks for a wide variety of goods and services has
diluted the Register. Even small distinctions between such marks are sufficient to avoid a likelihood of
confusion.

 

The Cited Marks are entitled to only the narrowest scope of protection due to the co-existence of multiple
marks that incorporate the “ drive” formative marks and the “ tek” or “ tech” formative marks on the
Register. Words with commonly understood meanings or that are highly suggestive in nature, as opposed
to arbitrary terms, are the weakest of all recognized trademarks, because they do not readily distinguish
the products to which they are applied from those of others. See King Candy Co. v. Eunice King’s
Kitchen, Inc., 496 F.2d 1400 (C.C.P.A. 1974).

 

When a common term is used by unrelated entities for similar goods, the scope of protection afforded to
any one trademark with such a term is limited. By virtue of its frequent usage, the common term in the
mark does little to distinguish the products or services from those of others. See, e.g., King Candy Co. v.
Eunice King’s Kitchen, Inc., 496 F.2d 1400 (C.C.P.A. 1974) Consumers instead rely on the other
elements of the marks and their commercial impression as a whole to distinguish the marks. See Sure-Fit
Products Co. v. Saltzson Drapery Co., 254 F.2d 158 (C.C.P.A. 1958).

 

In this instance, the terms “ drive“ and “ tek” or “ tech” are popular and used by a number of unaffiliated
third parties. As such, Applicant’s mark and the Cited Marks may co-exist without a likelihood of
confusion because the Register is already crowded with “ drive” formative marks and the “ tek” or “ tech”
formative marks for related goods and services.

 

·      There are over 2,380 active registrations and applications on the Register containing the term “
drive”, and over 300 active records in Class 07 containing the term “ drive”.

 

·      There are over 640 active registrations and applications on the Register containing the term “ tek
”, and over 35 active records in Class 07 containing the term “ tek”.  

 



 

·      There are over 7,351 active registrations and applications on the Register containing the term “
tech”, and over 530 active records in Class 07 containing the term “ tech”.  

 

In addition, the Register is crowded with drive- formative marks owned by unaffiliated third-parties
covering variable speed drives and related goods and services, including the following representative list:

 

Mark / Reg. or Ser.
No.

Abbreviated Goods &
Services

Owner
 

DRIVEN BY DRIVES
Reg. No. 3,324,963
 

Gears and enclosed drives for
industrial machinery; variable
speed drives for industrial
machinery and equipment,
hoists and cranes, elevators,
paper machines, air
conditioning equipment,
winders, compressors,
winches, motors, pumps, fluid
pumping systems, washing
machines and doors, fans,
coilers, heaters and dryers,
testing equipment,
metalworking machines,
mixers, textile machines,
foundry machines, conveyors,
cutters and shredders,
escalators, packing machines
 
 

Vacon Oyj
Corporation

GAS DRIVE (&
Design)
Reg. No. 4,409,366
 

Spark ignited gasoline engines
not for land vehicles; Internal
combustion engines for
machine operation featuring
mechanical drive and power
and replacement parts therefor;
protective metal containers
being replacement parts of gas
compressors; machine
replacement parts, namely,
mechanical gear drives
 

ENERFLEX LTD.

ONEGEARDRIVE
Reg. No. 4,156,476
 

Motors, other than for land
vehicles; servo drives for
motors, other than for land

Danfoss Drives A/S



vehicles; gear drives for
machines; variable speed
drives for use with fluid
pumping systems; drives for
motors, other than for land
vehicles; drives for machines
not computer drives; variable
frequency speed drives for
motors, other than for land
vehicles; and variable speed
drives for machines
 
 

DURO DRIVE
Reg. No. 2,897,289
 

Fluid fan drive couplings for
internal combustion engines
for use with land vehicles.
 

BorgWarner Inc.

   
PREMIER DRIVES
Reg. No. 2,780,352
 

FLUID DRIVES, NAMELY,
VARIABLE SPEED FLUID
DRIVES, GEARED FLUID
DRIVES AND FLUID DRIVE
COUPLINGS, ALL FOR
MACHINES.
 

TURBO
RESEARCH, INC.

MYDRIVE
Reg. No. 4,181,447
   

variable speed drives Vacon Oyj Julkinen
osakeyhtiö

SR DRIVES (&
Design)
Reg. No. 2,806,556
 
 
 

Design for others in the field of
engineering, electric motors,
generators, actuators, electric
and electronic control
instruments and apparatus, and
variable speed drive
technology; technical
consultation services in the
field of engineering, electric
motors, generators, actuators,
electronic and electric control
instruments and apparatus, and
variable speed drive
technology
 

NIDEC SR DRIVES
LTD.

DRIVEPAK
Reg. No. 3,807,948
 

Variable speed drive and
pressurization control logic
sold as a unit for use with
heating, ventilating and air
conditioning apparatus.
 

NexRev Inc.

DRIVECON (& Repair and installation services MORRIS



Design)
Reg. No. 3,342,666
 

for electronic motors and
electronic controls, namely,
remote controls, variable speed
drives and operator controls.

MATERIAL
HANDLING, INC.

 

Printouts of the full trademark records for the referenced marks listed above from the USPTO online
database is attached herein as Exhibit A.

 

Furthermore, the Register is crowded with “ tek” or “ tech” - formative marks owned by unaffiliated third-
parties covering variable speed drives-related goods and services, including the following representative
list:

 

 

Mark / Reg. or Ser. No. Abbreviated Goods &
Services

Owner

 
INNOTECH
PERFORMANCE
EXHAUST (& Design)
Reg. No. 4,138,565
 

 
variable speed drives for
machines tools and mobile
electric power generators

 
Innotech
Performance
Exhaust Co., Ltd.

 
DC GROUP E-TECH
Reg. No. 3,029,706
 

 
variable speed drives

 
DC Group Inc.

 

Printouts of the full trademark records for the referenced marks listed above from the USPTO online
database is attached herein as Exhibit B.

The Office and the courts have repeatedly recognized the absence of likely confusion arising from the
concurrent use of weak marks that contain frequently used elements. See Sure-Fit, 117 U.S.P.Q. at 297;
Miss World (UK) Ltd. v. Mrs. America Pageants, Inc., 856 F.2d 1445 (9th Cir. 1988) (“In a ‘crowded’
field of similar marks, each member of the crowd is relatively ‘weak’ in its ability to prevent use by
others in the crowd.”).

Here, the Register is crowded with “ drive“ formative marks and “ tek” or “ tech” formative marks.  This
demonstrates that: (i) such marks have been frequently adopted by unrelated entities as suggestive for a
number of related goods or services; and (ii) that the Office has consistently taken the position that such
marks have a narrow scope of protection and can coexist without risk of confusion, because the other
elements of the marks sufficiently distinguish the marks as a whole.

Accordingly, the Cited Marks are entitled to a narrow scope of protection and are capable of coexisting
with Applicant’s DRIVETEK trademark on the Principal Register and in the marketplace without any
likelihood of confusion.

Lastly, in light of the number of “ drive“ formative marks and “ tek” or “ tech” formative marks



referenced in the discussion above exhibiting the suggestive nature of these elements, the Applicant’s
DRIVETEK trademark is not descriptive of the Applicant’s goods.  The Examining Attorney should
reverse her refusal, and approve the DRIVETEK mark for registration.

EVIDENCE
Evidence in the nature of Exhibits A & B include copies of registrations from the USPTO database which
are referenced in the attached response has been attached.
Original PDF file:
evi_5017199139-235204128_._DRIVETEK_Exhibit_A.pdf
Converted PDF file(s) (13 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
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Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10
Evidence-11
Evidence-12
Evidence-13
Original PDF file:
evi_5017199139-235204128_._DRIVETEK_Exhibit_B.pdf
Converted PDF file(s) (3 pages)
Evidence-1
Evidence-2
Evidence-3
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Signature: /ssc/     Date: 07/08/2014
Signatory's Name: Sunisha S. Choksi
Signatory's Position: Attorney of Record, Texas bar member

Signatory's Phone Number: (713) 640-5933

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
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him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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